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.^c .xa„„„e. .cjeccd c„„. 7. S and 23 uM„ 35 U.S.C. „2 for .he 
— eu C,,„, , , ^^^^^ 
.mended dep=„H, C,.„. „ „d .3 have .een .„ended .o c„n.« 

U.S-C ,03(a, over Rhoda e, al. Clain, 24 ha. canceled. „ i. ,.3p«fi,l„ a.,«ed u,i, 

.o»do.,ec.,™fo..a,™2..„o..eU..„.T.e.ve„..n,„vMe»co.p<,.,„„r^ 
process for electrole., p„.i,^ of a pla,i„™-rh„diun. dio, „„,o .„bsn««. The claimed 
con,po.i.i„„ compri..s an a,„eo„» so.uUon ofa wa.er »„ub,c, p,a,i„„™ „i,i,c sal. or p,a,h,u,n 
a..u„e-n„„,e a „a.er .«,„Mc rhodiun, „i.ri.e sa,. or rhc^iun. an,l„e.„i«,e sal, aJ„,o„i„.„ 
l.ydro..de a. a complain, a,em; and hydrazine hydrate a. a ..d.cin, a«ent The claimed 
P »ng proe«.- udh^g u.e Cainred plating co„p„,,i„„ i^ autocat^^ic and deposit, higl, purity 
P a„„u„,hodiu.n alloy e„a,i„,. „„^„^ ^^^^^ 

*apc. n,e compo«on of ,hi, a,„e„u. solution i. essentially of sulfur, phosphorus, chlorine 
and nun-volatilc components U,a. cause impure plating, allow™, for improved appearance and 
propemes of the plated alloy. Further, the process generates essenti^ly no hazardous s.,hs.a„ces 
»d , e absence of ncn-voladle components avoids .he accumulation of byproducts that degrade 
U» pla.u.s bath, allowing for vinually unlimited reptaishmen, ofd.e bath. Also the 
composition of the plating bath allows metallic rtrodium and platmum to be p.cipi,a.ed Irom U,c 
ba(h by boiling without undesirable contaminants. 

Rhoda e. al, d,sc,ose a bath and process for „on.lec.r„,y,ie deposition of platinum and platinum 
*ys on.o a substrate. The ba,h disclosed m.,y eo„pri,c an aqueous solution of an aucaline 
Platntum ,V hydro.dc. hydrazine and sodium or optionally ammonium hydroxide. A rhodi™ 
sal, pa,ucu,arly ammonium rhod.um .11 chloride, rhodium HI nitrate, diammoniunr sodium 
rhod.un, 111 ehlo, ide or ammonium rhodium 111 nteitc nray be added u, the batl, to plate a 
platmum-rhodium alloy onto a substrate. As the exatniner appreciates, «Wa « ./ ,o „o, 

.0 the dependent claims, the rhodium salts disclosed by RJroda et al„ ate ve^ difteren, .ban the 
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rhodium salts disclosed by ADDlicani AnnH.o , ^- , 

^ ^^Ppiicani. Applicant discloses rhodium salts ofthc formula 

M.lRli(NH,)..(NO, V,,](NO,), wherein x= 0 to 6 y>(, ^.o and M 

NH.^- cation, rh. ctio. p.Jbly .on, " " 

'P"^"''^'^=°'^^P"^'"S-d,uai, potassium or ammonium NH/ Al.o 
d.sclose . .i.mnetris(nit..o-N,N.N)rhodium(m), o. Rh(NH3)3(NO,)3, and diammon.m 

du. ..a_^^^^ cm), o. (NH.,NafRh(NO,., The .hodium .Its d,.,osed . Ida et 
al. are aramomum rhodium 111 chloride frNILl,Rbri 1 i,,- ,„. /'>^o<wn 
diainraonmra sodium rhodium III chloride rWH^),NaRhri l , 

l(NH.,3Rh(NO,)4 [(^H.).NaRhCU and amm„™um rhodium 111 mtte 

^oda c, ^. do „o, disclose p,a.i„„m .1. wi.hi„ ,he scope of the i„ve„U„„, us noted by ,he 
bxamrner. The „fore„ce broadly discloses aUiuc pMnum IV hydroxide sol,.,i„„s. =u.d only 
specrfcally d.seloses sodium plu.i„„„ ,v hy*oxide [Na,P,OHW. 1 w compounds are no, 
w..h,n ,he scope of w>„e, soluble pl„i„„„ ^ ,„,,„„^ ^^^^ ^ 

d-sclosed by Applicant Spcci«c^,y. Applicant discloses plaimum „i«te s* or platinum 
.n„» mtnte salts having the tonnula M4P^H,),(NO.)„..,KNO.), wherein x= 0 to 4, y>0 ,.0 
and M comprises an alMi metal or NIC cut.on. The caUon is pret^ably sodium. p„„«,:m ^ 
ammann,m NH. . The pretirred pMntun compound disclosed is diaminebis(nitri.o- 
N,N)pl.ti„um (n), or P,(NH,,,(NC,,,,. so.e.i„« ..fcr„, „ diuminedinitroplatinun, or 

or dt^ineplatinum (If) uttrite. also existing as cis- and tr^ts-isomers, both of which may be 
employed. None of the platinun, compounds disclo,«I in the .efcrence con^pond to those 
speciflcally disclose, by Applicant, nor do they fall ..thin the above formuh.. For Utesc reason, 
11 IS rxiquestcd Uiat the rejection be withdrawn. 

With regard to claim 26, in order to .sustain a rejection for lack of novelty under .5 U S CIO. 

Examiner Iras the burden to show that ^ eletnen. „f the claimed inventron ,s disclosed -i, 
a «te -eterence. This buMen has not been satisfied. Clai. 26 ..lates to an article comprisinc 
a ^bstra,,in,mer.H;. ,n.nu,-o,sMmion winch solution cotnprises a water soluble, platinum 
nurrte salt orplatmum amine-nitrite s.„. a water soluble rhodiu„ nitrite „, 
n..-..e salt; anrmonium hydroxide as a complcxing agent; and hydrazine hydrate as a reducing 
•sent. TUs composition is not taught or di,,closed by lihoda et al. Also, claim 26 does not relate 
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to an Article produced by the claimed plating bath, but only to a substrate immersed in the 
claimed solution. Hiu,da et al. fail to disclose the incorporation of either the claimed rhodium 
.alts Of the clainicd platinum salt.. In order for cUnn 26 lo be anticipated by Rhoda et al., the 
Examiner has the burden to show that the applied reference teaches a bath having each of the 
required elements of the claimed bath. This burden cannot be satisfied. For these reasons, it is 
requested that the rejection be withdrawn. 

The Examiner has also rejected claims 1-2. 4, 7, 9^21, 23 and 25 undt:r 35 U.S.C. 103(a) over 
Rhoda et al. in view of Chang et al. Rhoda et al. is discussed above. The Examiner has applied 
Chang et al. to show the use of platinum as a platinum nitrite or amine-nitrite salt. Chang et al. 
disclose an electrolcss plating bath for plating spark plug tips with platuium, wherein the bath 
comprises a solution of platinum diamine dimtrite, hydrazine hydrate and ammonium hydroxide. 
However, while Chang ct al. discloses the use of a platinum diamine diuitxitc, there is no 
teaching or suggestion in the art to combine the platinum diamine dinitrite with a rhodium salt to 
form a elcctroless plating batlt. More particularly, there is no teaching or suggestion to combine 
their a platinum diamine dinitrite with a rhodium nitrite salt or rhodium aminc-nitrite salt in 
solution with hydrazine hydrate and ammonium hydroxide to fomi a composition suitable to 
plate a platinum- rhodium alloy onlo a substrate. Further, while there is no motivation in ihe art 
to combine these references to achieve the results of the claimed invention, it is not conclusive 
that a combination of the teachings of these references would form a compatible solution having 
the stability of the pre.sentiy claimed composition. 

The claimed plating composition is more stable than prior solutions, generate, essentially no 
ha7,ardous substances and the absence of non^volatile components avoids the accumulation of 
byproducts that degrade the plating bath, allowing for virtually unlimited replenishment of the 
bath, and is essentially free of sulfur, phosphorus, chlorine and non-volatile components that 
cause impure plating, allowing for improved appearance and properties of Uie plated alloy. 
Moreover, the conipos,l;„n of the plating bath allows metallic rhodium and platinum to be 
precipitated from the plating bath by boiling without undesirable contaminants. For these 
reasons, it is submitted that the claimed invention is would not be obvious to one skilled in the 
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prior art upon a reading of Rhoda ct al. and Chang et. al. and it is requested that th. rejection be 

withdrawn. 



The Examiner ha. merely .shown one reference disclosing diH^rent rhodium salt, than those 
disclosed by Applicant and different platinum salts, and another reference disclosing only 
platimmi diamine dinitrite. However, there is no suggestion from cither reference that one 
should combine the two references in order to achieve the inventive composition having the 
described benefits. 



I'urther, it is respectfully submitted that the Examiner is employing an incorrect legal standard 
for patentability. The belief that one skilled in the art could form the claimed plating bath does 
not suggest that one should form such a film to obtain the disclosed benefits. It is therefore 
requested thnt the rejection be withdrawn. 

Tlie Examiner has rejected claim 3 under 35 U.S.C. 103(a) over Rhoda et d. and Chatig et al. as 
applied above, and further in view of JP 58204168. RJioda el al. and Chang et al. have been 
discussed above. JP 58204168 discloses an clectroless plating bath of rhodium and rhodium 
alloys. The bath comprrscs a rhodium .alt having ihc formula [Rh(NH3),]X3, wherein X is a 
halogen, NO,, etc., a hydrazine reducer, an hydroxy! amine salt, .md optionally a platinum salt. 
•1-he rhodium salts disclosed by tlie reference do not conespond to those disclosed by Applicant. 
Applicant discloses a composition including a rhodium nitrite salt or rhodium ammine-nitrite salt 
havmg the fo.-mula M.[Rh(NH3).(N0.),,,,](N0.), wherein x= 0 to 6, y>0, z>0 and M comprises 
an alkali metal or NH/ cation. The closest scenario would be when X=NO, using the formula 
(RJi(MH;,),JX3 from the reference, the resulting rhodium salt being [RliCNH3)6j(N02)3, while in 
Applicant's formula, substituting x=6 and y=2, the resulting formula being 
M.i:Rh(NH3),(NO,)]CNO,),, wherein M comprises an alkali metal or NH/ cation. These two 
formulas are very different because the reference excludes the aikah' metal or NH/ cation 
.-equired by AppUc.nt's fomnub. Further, there is no motivation in the an to combine the 
references to achieve the results of the claimed mvention. The applied reference does not teach 
or suggest combinmg rhodium salts with a water soluble platinum nitrite salt or platinum amine- 



06/12/01 TUE 16:52 [TX/RX NO 5526] I2|007 



Jun 12 01 



04: 58p 



ROBERTS 8. flERCRNTI, LLP 1 609 i 32 1 -9535 



nitiite salt to form a composiUon as in the present invention. Rather, in the Example of 
Application 4, the reference only specifically discloses using a Platinum-Rliotlium mixed a 
complex sail. 



When selective combination of prior art references is needed to make an invention seem obvious, 
there must be something in the art to suggest that particular combination other than hindsight 
gleaned from the invention itself, something to suggest the desirability of the combination. 
Uniroyal, Inc. v. Rudkin- Wiley Corp., 5 U.S.P.Q.Zd 1434, 1438 (CAFC 1988). Such a 
suggestion is absent in the cited references. For these reasons, and in light ol llie airguments 
above regarding RJioda et al. and Chang ct al., it is requested that tliis rejection be withdrawn. 

The Examiner has also rejected claim 22 under 35 U.S.C. 1 03(a) over Rhoda et cil. and Chang et 
al. as applied to Claim 1 1 above, and (urther in view of Ishihara ct al. It is respectfuUy aisserted 
thai this ground of rejection has been overcome by the instant amendment. Claim 1 1 has been 
amended to coiTect a typographical error, specifying Uiat the substrate is plated from a plating 
solution having the claimed composition of the invention. Rhoda ct al. and C:hang et al. have 
been discussed above. Ishihara et al, discloses a conductive film circuit formed on an insulator 
substrate or semiconductor substrate whereby a metal or metal alloy, including a platinum- 
rhodium, alloy is deposited onto the substrate by coating or sputtering and then subsequently 
etched. It is respectfully submitted that this reference is not applicable to the present invention in 
that it does not relate to eleclroless plating of a substrate. The reference docs not teach or suggest 
that semiconductor .substrates are suitable for electroless plating techniques, nor clcctrolcss 
plating techniques as described by the present invention. Absent such a teaching or suggestion, 
the claim cannot be obvious in view of the applied references. For these reasons it is requested 
that the rejection be withdrawn. 

No matter how one applies or combines these references they do not teach the composition of the 
electroless plating bath of the claimed invention to attained the demonstrated benefits. An 
invention cannot be deemed unpatentable merely because, in a hindsight attempt to reconstruct 
ilie invention, one can find elements of It in the art; u must be shown that the invention a.s a 
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whole was obvious at the time the invention was made without knowledge of the claimed 
invention. It is submitted that the examiner is reconstnicUng the art in light of Appelh-mt's 
disclosure. Where Appellants' teachings arc ncded to find die invention, the invention is not 
obvious. Obviousness cannot be determined solely after reading Appellants' teaching. Citing 
relerences that merely indicate that isolated parts recited in the claims are known is not a 
sufficient basis for a conclusion of obviousness; there must be something that suggests the 
desirability of combining the references in a mamier calculated to .irrive al the claimed invenlion. 
Rv pane Hiyam^zu, 10 U.S,P.Q.2d 1393, 1394 (PTO Dd. Pat. Ap. Int., 1988). For these 
reasons it is requested that the rejections be withdrawn. 



now in 



The undersigned respectfldly requests re-examination of this application and beheves it is 
condition for allowaiice. Such action is requested. If the examiner beUeves there ,s any matter 
which prevents allowance of the present application, it is requested that the unde,Mgncd be 
contacted to arrange for an interview winch may expedite prosecution. 



Respectful I v^ubmitted 




Ri/Jhard S.'Roberts 
Reg. No. 27,941 
P.O. Box 484 

Princeton, New Jersey 08542 
(609)921-3500 
Date:,lunc 12, 2001 




Richard S. Roberts 
Reg. No. 27,941 
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